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Status of Claims 

Claims 4-13 and 17-21 are pending in this Application and stand rejected. 
Claims 1-3 and 14-16 have been canceled. Claims 4-13 and 17-21 are included in 
this Appeal. 

Status of Amendments 

A final rejection was mailed by the Examiner on November 13, 2003. No 
amendment has been filed by Applicants subsequent to the final rejection. 

Summary of Claimed Subject Matter 

Claim 4 recites a computer-implemented method for processing electronic 
messages. When a message is received at an enterprise mail system (100), it is 
stored in a database (130) (p. 10, lines 21-26) and assigned a category entry 
selected from a category database (135) (p. 14, line 29 - p. 15, line 15). The 
category entry has information that describes how to handle incoming messages 
of that category type. The message is then delivered to a user of the enterprise 
mail system, along with a template response (p. 18, line 7 - p. 19, line 4). The 
particular template response used is determined according to the information in 
the category entry associated with the incoming message (p. 5, lines 1-8; p. 18, 
lines 1-5). The category entry also specifies a set of recipients for the template 
message, and those recipients are included in the template message provided to 
the user of the enterprise mail system (p. 16, line 19 - p, 17, line 8). One 
advantage of the invention of claim 4 is that generated template responses 
include a set of predefined message recipients according to the assigned category 
entry. This means that responses of one type (e.g., presales inquiries) can have a 
first set of message recipients, while responses of another type (e.g., invoice 
disputes) can have a second set of message recipients. 
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Claim 17 recites a method for processing electronic messages in which an 
electronic mail message is received and its contests are analyzed. The message is 
then associated with a message category responsive to the analysis of the 
message contents (p. 14, line 29 - p. 16, line 13). Next, a skeleton response 
message is generated automatically and addressed to at least one recipient. The 
recipients are selected based on the association between the message and the 
category (p. 18, lines 1-5). The method of claim 17 provides for the analysis of 
incoming messages, and for their assignment to an appropriate category. Once 
assigned to a category, a response message is automatically generated and 
addressed to a category-specific list of recipients. One of the benefits of the 
claimed invention is that category-specific recipients can be predefined, thus 
improving efficiency for the CSRs and insuring that the most appropriate people 
within an enterprise see each message. 

Claim 20 recites an electronic mail processing system, and includes four 
means-plus-function elements as permitted by 35 U.S.C. § 112, sixth paragraph. 
Claim 20 includes receiving means (incoming e-mail receiver 120) for receiving 
an electronic message (p. 8, lines 26-28); analyzing means (a rule processor of the 
incoming e-mail receiver 120) for analyzing the contents of the received 
electronic mail message (p. 11, line 11 - p. 13, line 3); associating means 
(incoming e-mail receiver 120) for associating the electronic mail message with a 
message category responsive to the analysis of the contents of the message (p. 14, 
line 29 - p. 16, line 14); and generating means (incoming e-mail processor 120) for 
automatically generating a skeleton response message to at least one recipient, 
wherein the recipients are selected responsive to associating the electronic mail 
message with the message category (p. 28, lines 12-13). 

Finally, claim 21 recites a computer program product, similar to claim 17. 
The computer program product includes instructions for executing the step of 
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receiving an electronic mail message. The message is then associated with a 
message category responsive to the analysis of the message contents (p. 14, line 
29 - p. 16, line 13). Next, a skeleton response message is generated automatically 
and addressed to at least one recipient. The recipients are selected based on the 
association between the message and the category (p. 18, lines 1-5). 

Grounds of Rejection to be Reviewed on Appeal 

Claims 4, 6-7, and 12-13 are rejected under 35 U.S.C. § 102(e) as being 
anticipated by U.S. Patent No. 6,122,632 to Botts et al. ("Botts"). 

Claim 5 is rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Botts in view of U.S. Patent No. 6,226,630 to Billmers et al. ( // Billmers201D). 

Claims 8-11 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Botts in view of U.S. Patent No. 5,806,057 to Gormley et al. ("Gormley"). 

Claims 17-21 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Billmers in view of U.S. Patent No. 6,182,059 to Angotti. 

Argument 

Rejections Under 35 U.S.C. § 102(e) 
Claims 4, 6-7, 12-13 

The Examiner rejected claims 4, 6-7 and 12-13 under 35 U.S.C. § 102(e) as 
being anticipated by U.S. Patent No. 6,122,632 to Botts. To anticipate a claim 
under § 102(e), a prior art reference must describe each and every element as set 
forth in the claim, either expressly or inherently. Trintec Indus., Inc. v. Top-U.S.A. 
Corp., 295 F.3d 1292, 1295 (Fed. Cir. 2002); In re Robertson, 169 F.3d 743, 745 (Fed. 
Cir. 1999); Verdegad Bros., Inc. v. Union Oil Co., 814 F.2d 628, 631 (Fed. Cir. 1987); 
see also MPEP § 2131. The rejection was improper because Botts does not 
describe all of the limitations of the rejected claims. 
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Botts discloses an e-mail management system in which incoming e-mails 
are recorded in a database and provided to customer service representatives 
(CSRs) for response. While Botts describes assigning a category to a message and 
indexing and retrieving standard responses according to a particular category, 
Botts does not describe generating a template response " including a set of 
message recipients defined in said category entry/ 7 There is no correlation in 
Botts between a particular category of a message and the recipients of a response 
message. 

In response to Applicants 7 assertion that Botts does not disclose 
generating a template response including a set of message recipients defined in a 
category entry, the Examiner responded that "E-mail messages are preferably 
grouped according to the e-mail addresses where in the inquiry was sent, col. 8, 
lines 35-36, by selecting a group, the corresponding electronic messages received, 
and queued, for that group are retrieved, col 8, lines 48-49)" (Office Action of 
Nov. 13, 2003, p. 7). However, the Examiner is confusing inbound messages 
waiting for review by customer service representatives with template responses 
including category-defined message recipients. For example, at the first location 
cited by the Examiner, col. 8, lines 35-36, Botts actually describes that received e- 
mail messages are preferably grouped for storage purposes according to the e- 
mail addresses to which they were directed. The sentence immediately 
following the one identified by the Examiner is instructive: "For example, all e- 
mail messages sent to a particular e-mail group are all preferably grouped 
together, stored together in the database 16, and accessed together" (col. 8, lines 
36-39). This feature of Botts is unrelated to a response to e-mails that have been 
received, including the claimed step of addressing a response according to 
recipients specified in a category entry associated with the incoming message. 
Likewise, the passage cited by the Examiner at col. 48-49 discloses that a 
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customer service representative selects a group of e-mail messages to respond to, 
and that by selecting a group, the e-mail messages in the group are received and 
queued from the database and sent to the CSR's computer. 

In none of the passages cited by the Examiner, and indeed nowhere in 
Botts, is the claimed step of " providing a template response message to said first 
enterprise mail system user using information in said category entry, said 
template response message including a set of message recipients defined in said 
category entry 7 ' disclosed. Accordingly, claim 4 is not anticipated by Botts and 
the rejection should be reversed. Claims 6-7 and 12-13 were also rejected over 
Botts and are patentable for at least the same reasons as claim 4, in addition to 
reciting their own patentable features. Similarly, claim 5— rejected under 35 
U.S.C. § 103(a) and therefore described in the next section— also depends from 
claim 1, and is therefore also patentable. 

Rejections Under 35 U.S.C § 103(a) 

Claim 5 

The Examiner rejected claim 5 under 35 U.S.C. § 103(a) as being 
unpatentable over Botts in view of U.S. Patent No. 6,226,630 to Billmers et al. 
(Billmers). Claim 5 recites that the assigning a category entry step of claim 4 is 
performed by a rule processor. 

Billmers does not teach the claimed invention. Billmers discloses a system 
for filtering e-mails. When an e-mail is received by a filter in Billmers, an index 
extracted from the contents of the message is created and stored in an index 
database (see col. 4, lines 8-12). Billmers does not disclose a rule processor, nor 
does Billmers disclose assigning category entries from a category database to 
messages. Even if Billmers did disclose such steps, nothing in Billmers teaches or 
suggests the step missing from Botts of "providing a template response message 
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to said first enterprise mail system user using information in said category entry, 
said template response message including a set of message recipients defined in 
said category entry/' Accordingly, neither reference alone or in combination 
teaches the invention of claim 5, and the rejection of claim 5 should be reversed. 

Claims 8-11 

The Examiner rejected claims 8-11 under 35 U.S.C. § 103(a) as being 
unpatentable over Botts in view of U.S. Patent No. 5,806,057 to Gormley et al. 
("Gormley"). Gormley describes a system for managing a database storing 
records used for processing queries and performing telemarketing, mass mailing, 
direct mailing and other communication functions. However, because Gormley 
does not recite the element of "providing a template response message to said 
first enterprise mail system user using information in said category entry, said 
template response message including a set of message recipients defined in said 
category entry/' it does not cure the defects of Botts. Accordingly, the 
combination of Gormley and Botts does not render obvious claims 8-11, and the 
rejection of those claims should be reversed. 

Claims 17-21 

The Examiner rejected claims 17-21 under 35 U.S.C. § 103(a) as being 
unpatentable over Billmers in view of U.S. Patent No. 6,182,059 to Angotti. 

Billmers does not teach the claimed invention. Billmers discloses a system 
for filtering e-mails. When an e-mail is received by a filter in Billmers, an index 
extracted from the contents of the message is created and stored in an index 
database (see col. 4, lines 8-12). Indeed, the portions of Billmers cited by the 
Examiner at col. 4, lines 8-25 and col. 7, lines 9-24 respectively teach building an 
index from extracted text, and using a rule processor to perform storing and 
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alerting actions on incoming messages. As the Examiner admits, Billmers does 
not disclose "automatically generating a skeleton response message to at least 
one recipient, wherein the recipients are selected responsive to associating the 
electronic mail message with the message category/' 

The addition of Angotti does not cure the defects of Billmers. Angotti is 
directed to automatically interpreting a received e-mail and determining whether 
it can be responded to automatically. However, Angotti does not disclose the 
steps of the claimed invention. For example, Angotti does not disclose 
" automatically generating a skeleton response message to at least one recipient, 
wherein the recipients are selected responsive to associating the electronic mail 
message with the message category/' Indeed, nothing in Angotti suggests or 
describes using message categories to define a set of message recipients to 
receive the response. Accordingly, claim 17 is patentable over both Billmers and 
Angotti, both alone and in combination with one another, and the rejection of 
claim 17 should be reversed. The rejection of claims 18-21 should also be 
reversed, both because claims 18-21 depend from patentable claim 17 and 
because each recites its own patentable features. 
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In view of the above Arguments, the Examiner's rejections of claims 4-13 



and 17-21 were erroneous, and Applicants respectfully request that the Board 
reverse. 

Respectfully submitted, 
Mark Gainey, Alex Broquet, 
and Michael Horvath 

Date: Bv.^c^UlA^ ^ 

Daniel R. Brownstone, Reg. No. 46,581 

FENWICK & WEST LLP 

Silicon Valley Center 

801 California Street 

Mountain View, CA 94041 

Tel: (415)875-2358 

Fax: (415)281-1350 
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Claims Appendix 



l 1.-3. (Cancelled) 

1 4. A computer implemented method for processing electronic messages, said 

2 method comprising: 

3 receiving a first message into an enterprise mail system, said first message from a 

4 first human message sender; 

5 storing said first message in a message database; 

6 assigning a category entry from a category database to said first message, said 

7 category entry containing information for handling particular incoming 

8 messages; 

9 delivering said first message to a first enterprise mail system user; and 

10 providing a template response message to said first enterprise mail system user 

11 using information in said category entry, said template response message 

12 including a set of message recipients defined in said category entry. 

1 5. The method of claim 4 wherein assigning a category entry from a category 

2 database to said first message is performed by a rule processor. 

1 6. The method of claim 4 wherein assigning a category entry from a category 

2 database to said first message is performed by said first enterprise and system user. 

/ 7. The method of claim 4 wherein providing a template response message 

2 further comprises: 

3 providing a set of default message body sections for said template response 

4 message. 
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8. The method of claim 7 wherein one of said set of default message body 
sections comprises a salutation. 



1 9. The method of claim 7 wherein one of said set of default message body 

2 sections comprises a body header. 

1 10. The method of claim 7 wherein one of said set of default message body 

2 sections comprises a closing. 

/ 11. The method of claim 7 wherein one of said set of default message body 

2 sections comprises a footer. 

/ 12. The method of claim 4 wherein said message database comprises a relational 

2 database. 

1 13. The method of claim 4 wherein one of said set of message recipients 

2 comprises said human message sender. 

l 14.-16. (Cancelled) 

1 17. A method for processing electronic mail messages, the method comprising: 

2 receiving an electronic mail message; 

3 analyzing the contents of the received electronic mail message; 

4 responsive to the analysis of the contents of the message, associating the 

5 electronic mail message with a message category; and 

6 automatically generating a skeleton response message to at least one recipient, 

7 wherein the recipients are selected responsive to associating the electronic 

8 . mail message with the message category. 

11 
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18. The method of claim 17 wherein the analysis of the contents of the received 
electronic mail message is performed automatically. 



1 19. The method of claim 17 wherein the analysis of the contents of the received 

2 electronic mail message is performed manually. 

/ 20. An electronic mail processing system comprising: 

2 receiving means for receiving an electronic mail message; 

3 analyzing means, coupled to the receiving means, for analyzing the contents of 

4 the received electronic mail message; 

5 associating means, coupled to the analyzing means, for associating the electronic 

6 mail message with a message category responsive to the analysis of the 

7 contents of the message; and 

8 generating means, coupled to the analyzing means, automatically generating a 

9 skeleton response message to at least one recipient, wherein the recipients are 

10 selected responsive to associating the electronic mail message with the 

1 1 message category. 

1 21. A computer program product stored on a computer readable medium and 

2 containing instructions to control a computer processor to execute the steps of: 

3 receiving an electronic mail message; 

4 analyzing the contents of the received electronic mail message; 

5 responsive to the analysis of the contents of the message, associating the 

6 electronic mail message with a message category; and 

7 automatically generating a skeleton response message to at least one recipient, 

8 wherein the recipients are selected responsive to associating the electronic 

9 mail message with the message category. 
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